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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 01/31/07 have been fully considered but they are not 
persuasive. 

Regarding the 35 U.S.C. 112 rejections of claims 1,29 and 31, the rejections are 
clarified as indicated below. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 1. recites the limitation "from/to an electronic device" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. The above quoted phrase 
should be corrected such as "from/to the electronic device". 



4. Claim 29 recites the limitation "memory of an electronic device" in line 3. There 
is insufficient antecedent basis for this limitation in the claim. The above quoted phrase 
should be corrected such as "memory of the electronic device". 



Application/Control Number: 10/617,325 Page 3 

Art Unit: 2618 

5: Claim 31 recites the limitation "an electronic device" in lines 5 and 6. There is 
insufficient antecedent basis for this limitation in the claim. The above quoted phrase 
should be corrected such as "the electronic device". 

6. In response to applicant's remark on page that the recitation of "absent from" 
refers to the fact that information used by the radiotelephone to register the 
radiotelephone with the network is absent from the radiotelephone. This limitation is not 
recited in any of independent claims 1,1 5,29,31, and 32. The independent claims 
1,15,29,31, and 32 are rejected being interpreted that the electronic device transferring 
data to the wireless network when the SIM is absent not the information used by the 
radiotelephone to register the radiotelephone with the network is absent. 

Therefore, independent claims 1,1 5,29, 31, and 32 remain rejected for the above reason 
over Sterkel (US 6,907,264) in view of Cassidy et al. (US 6,480,725) as applicant 
admitted, page 1 1 of the remark, that the device of Sterkel register with the network 
when the service module 204 is absent. In addition, examiner only relies on Cassidy for 
the teaching of a SIM card that was not mentioned in Sterkel. 

Claim Rejections - 35 USC § 103 

7. The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-38 rejected under 35 U.S.C. 103(a) as being unpatentable over Sterkel 
(US 6,907,264) in view of Cassidy et al. (US 6,480,725). 

Regarding claim 1, Sterkel teaches a method of transferring data from/to an electronic 
device comprising: transferring data from/to an electronic device when a removable 
Enhanced Services Module having a Subscriber Identity Module (SIM) that stores 
information used to register the electronic device with a wireless communications 
network is absent from the electronic device (see figs. 1-4; col. 6, lines 47-55). 
However, Sterkel does not mention that the Enhanced Services Module is a SIM. 
Cassidy, in an analogous art, teaches a cellular phone having a module receiver that 
receives- SIM card and detects at power up of the cellular phone the presence of the 
SIM card in order to go to ready-to-use conventional mode of the phone (i.e. transferring 
voice or digital information to its destination) (see figs. 1-3; col. 4, line 15 to col. 6, line 
40). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
of the invention was made to provide the above teaching of Cassidy to Sterkel in order 
for the combined system to be able to have two options to connect to the cellular 
networks. The connection with the network through a. SIM card is capable of informing 
the network of subscriber profiles such as repetary dialing information and function 
control information (see Cassidy, col. 4, lines 40-57). 
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Regarding claim 2, the combination of Sterkel and Cassidy teaches a method according 
to claim 1 further comprising: determining that the SIM is absent from the electronic 
device; and determining if a transfer mode is enabled to allow transferring data while the 
SIM is absent from the electronic device (see figs. 1-4; col. 6, lines 47-55). In this case, 
the basic telephone functions of Sterl^el inherently includes determining if a transfer 
mode is. enabled to allow transferring data while the SIM is absent from the electronic 
device from/to its destination when the user activates the device to communicate with 
his/her destination, therefore the basic telephone functions of Sterkel read on the 
determining if a transfer mode is enabled to allow transferring data while the SIM is 
absent from the electronic device of the present invention. Also see figs. 1-3; col. 4, line 
1 5 to col. 6, line 40 of Cassidy 

Regarding claim 3, the combination of Sterkel and Cassidy teaches the method 
according to Claim 2 further comprising: transferring data if the transfer mode is enabled 
and blocking transferring data if the transfer mode is disabled. Sterkel teaches such 
limitation as the user, during the time when the SIM is absent, decides to use the phone 
or not. 

Regarding claim 4, the combination of Sterkel and Cassidy teaches a method 
according to Claim 2 wherein the step of determining if a transfer mode is enabled 
comprises: requesting input to the electronic device; receiving input to the electronic 
device via an input device associated with the electronic device; and determining if the 
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received input enables transfer mode. See the reasons for rejecting of claims 1-3 
above. 

Regarding claim 5, the combination of Sterkel and Cassidy teaches inherently the step 
of transferring comprises transferring the data using a first communications channel that 
is separate from a second communications channel used to register the electronic 
device with the communications network as it is a principle of cellular communication 
that the transferring or sending of data and the registration of the device with a network 
are done by two different channels that are the voice and the control channels of the 
communication network. 

Regarding claim . 6, the combination of Sterkel and Cassidy teaches the first 
communications channel is carried over at least one of an infrared communications link, 
a Bluetooth communications link, a USB interface, and an IEEE 802.1 I communications 
link (see Sterkel. col. 8, lines 38-60). 

Regarding claim 7, the combination of Sterkel and Cassidy teaches the electronic 
device comprises a mobile cellular radiotelephone configured to register in a Global 
System for Mobile telecommunications compliant communications network (see Sterkel, 
col. 3, lines 45-52). 
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Regarding clainn 8, the claim includes the limitation as that of claim 2, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 2. 

Regarding claim 9, the combination of Sterkel and Cassidy teaches a method according 
to Claim 8 wherein a second SIM that stores information used to register the second 
electronic device with the communications network is absent from the second electronic 
device while transferring data. It is obvious that a combined system of Sterkel and 
Cassidy can be used at two ends of a communication link as described in Sterkel and 
Cassidy. 

Regarding claim 10, the combination of Sterkel and Cassidy teaches transferring the 
data while a SIM that stores information other than that used to register the electronic 
device with the communications network is present in the electronic device (see Sterkel, 
col. 6, lines 47-55). 

Regarding claim 11, the combination of Sterkel and Cassidy teaches the data 
comprises data stored in non-volatile memory of the electronic device (see Sterkel, fig. 
2, processor 214 of phone 202). 

Regarding claim 12, the combination of Sterkel and Cassidy teaches the data 
comprises at leiast one of contact information, schedule information, to-do information, 
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e-mail information, web information, image information, audio information, and video 
information (see Sterkel, col. 7, lines 24-45). 

Regarding claim 13, the combination of Sterkel and Cassidy inherently teaches that the 
data comprises excess data having a size that exceeds an unused storage capacity of 
the SIM because there must be cases where the amount of data that the phone of 
Sterkel would transfer or exchange with its destination is larger than the unused storage 
of the SIM card. 

Regarding claim 14, the combination of Sterkel and Cassidy teaches the electronic 
device comprises a unitary mobile cellular radiotelephone (see fig. 2 of Sterkel, item 
202). 

Regarding claim 15, the claim includes the limitation as that of claim 1, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 1. In 
addition, the phone 202 of Sterkel also includes a processor 214 to perform the data 
transferring. 

Regarding claim 16, the combination of Sterkel and Cassidy teaches the processor 
circuit is configured to determine whether the SIM is present or absent from the 
electronic device, the electronic device further comprising: a registration circuit 
configured to register the electronic device with the communications network responsive 
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to the processor circuit determining that the SIM is present; and a data transfer circuit 
configured to transfer data from/to the electronic device responsive to the processor 
circuit determining that the SIM is absent and a transfer mode is enabled to allow 
transferring data while the SIM is absent (see Sterkel, col. 6, lines 47-55.; also see 
reasons for rejections of claims 1-3 above.). 

Regarding claim 17, the claim includes the limitation as that of claims 1 , and 3, therefore 
is interpreted and rejected for the same reason set forth in the rejection of claims 2 and 
3. 

Regarding claim 18, the claim includes the limitation as that of claim 4, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 4. 

Regarding claim 19, the claim includes the limitation as that of claim 5, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 5. 

Regarding claim 20, the claim includes the limitation as that of claim 6, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 6. 

Regarding claim 21, the claim includes the limitation as that of claim 7, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 7. 



Application/Control Number: 10/617,325 Page 10 

Art Unit: 2618 

Regarding claim 22, the claim includes the limitation as that of claim 8, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 8. 

Regarding claim 23, the claim includes the limitation as that of claim 9, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 9. 

claim includes the limitation as that of claim 10, and therefore is 
for the same reason set forth in the rejection of claim 10. 

Regarding claim 25, the claim includes the limitation as that of claim 1 1 , and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 1 1 . 



Regarding claim 24, the 
interpreted and rejected 



Regarding claim 26, the claim includes the limitation as that of claim 12, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 12. 

Regarding claim 27, the claim includes the limitation as that of claim 13, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 1 3. 



Regarding claim 28, the 
interpreted and rejected 



claim includes the limitation as that 
for the same reason set forth in the 



of claim 14, and therefore is 
rejection of claim 14. 
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Regarding claim 29, the claim includes the limitation as that of claim 15, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 15. 

Regarding claim 30, the combination of Sterkel and Cassidy teaches the user selectable 
data comprises at least one of audio information transferred to headphones coupled to 
the electronic device and video or image data transferred to a display of the electronic 
device that is selected by a user. The basic telephone data transferring functions of 
Sterkel reads on this limitation on the present invention. 

Regarding claim 31, the claim includes the limitation as that of claim 29, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 29. 

Regarding claim 32, the claim includes the limitation as that of claim 1, arid therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 1 . 

Regarding claim 33, the claim includes the limitation as that of claim 8, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 8. 

Regarding claim 34. the claim includes the limitation as that of claim 4, arid therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 4. 
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Regarding claim 35. the claim includes the limitation as that of claim 5, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 5. 

Regarding claim 36, the claim includes the limitation as that of claim 6, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 6. 

Regarding claim 37, the cljaim includes the limitation as that of claim 7, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 7. 

Regarding claim 38, the claim includes the limitation as that of claim 9, and therefore is 
interpreted and rejected for the same reason set forth in the rejection of claim 9. 

Conclusion 

9. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS, of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH. shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MINH D. DAO whose telephone number is 571-272- 
7851 . The examiner can normally be reached on 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MATTHEW ANDERSON can be reached on 571-272-4177. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

MinhDao 'V^ Matthew Anderson 
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